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DETAILED ACTION 



Specification 

1 . The disclosure is objected to because of the following informalities: 

■ Applicant's Brief Description of the Figures does not specify figures 11a and 
11b. 

Appropriate correction is required. 



Claim Objections 

2. Claims 5, 12, 19, 35, 48, 61, 65, 66 are objected to because of the following 
informalities: 

■ Claims 5, 1 2, 1 9, 35, 48, 61 , 65, 66 are objected to as not further limiting the 
parent claim. Claim 1 sets forth particular method steps (determining, 
checking, displaying), yet claim 5 has language that merely describes 
qualities of the coupons (location) rather than further specifying steps that are 
executed as performance of the method. 

Appropriate correction is required. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 



The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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4. Claims 1-66 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

■ Claims 1,8, 15, 22. 36, 49, 62 are of unclear claim scope because the phrase 
"coupons are mutually exclusive" does not state what qualities of the coupons 
are mutually exclusive. 

■ Claim 34, there is no antecedent basis for a user's profile 
Appropriate correction is required. 



Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention." in this context, means an invention drawn to 
identical subject matter. See Miller v: Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438. 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Applicant is advised that should claims 36 and 48 be found allowable, claims 62 

and 66 will be objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. 

When two claims in an application are duplicates or else are so close in content that 
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they both cover the same thing, despite a slight difference in wording, it is proper after 
allowing one claim to object to the other as being a substantial duplicate of the allowed 
claim. See MPEP § 706.03(k). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-33, 35-46, 48-59, 61-63, 65, 66 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Fajkowski (US6932270). 

Regarding claims 1. 2, 8. 9. 15, 16, 27, 30, 41. 44. 54. 57. Fajkowski teaches 
systems and methods for storing electronic coupons, associating them with customers, 
presenting them at a retail POS and redeeming them. A user is provided with a card 
which provides a userlD [4:6-8], The card is used to associate selected coupons from a 
plurality of available coupons from different sources (by scanning paper coupons, by 
selecting coupons at a kiosk or by downloading coupons from the Internet) with the 
user's account in a database [3:63-65, 6:1-5, 6:22-25]. When the card is presented at 
the POS along with products to be purchased, the POS system determines what 
coupons of the user's collection of selected coupons are redeemable given the user's 
potential purchases; the system displays these coupons on the display [16:18-31, 
17:31-33, 4:25-35]. Fajkowski teaches that the coupon eligibility parameters (product 
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name, required size, quantity or combination of Items required, expiration) may be 
stored on the card in order to determine applicable coupons at the POS [10:17-26]. It 
would have been obvious for one of ordinary skill in the art at the time of the invention to 
have stored and analyzed other well l^nown coupon restriction rules such as whether 
other coupons can be used in combination with a coupon (mutually exclusive coupons). 
Doing so would enable the system to process and accurately display a wide variety of 
coupons, including those with exclusivity rules. 

Regarding claim 3, 10, 17, Fajkowski teaches that all useable are displayed and 
that the user may choose which ones to redeem and which ones to save for later 
[21 :22-25]. The act of displaying all eligible coupons is taken to provide a suggestion of 
an optimal/near-optimal set of coupons to redeem, however the user is free to select 
only some of the displayed coupons. 

Regarding claims 4, 1 1 , 18, Fajkowski teaches that coupons could be displayed 
which are not fully eligible along with the reasoning for their near-eligible status, such as 
the product is the wrong size [19:38-43]. It would have been obvious for one of ordinary 
skill in the art at the time of the invention to have displayed a similar message when a 
user has not presented the proper quantity or combination of products [these 
parameters are disclosed at 10:22-23] when possessing a coupon with such size or 
quantity restrictions. Both of these examples are taken to provide a teaching of 
recommending the missing product to the customer for more discounts. 
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Regarding claims 5, 1 2, 19, 35, 48, 61 , 65, 66, Fajkowski teaches that the 
coupons may at least be stored at a third party site (Internet) or kiosk (retailer site). The 
system is taken to reside at the retailer site. 

Regarding claim 6, 13, 20, 32, 45, 58, 63, the display of eligible coupons to be 
redeemed at the POS is taken to provide display of coupons dependant upon 
optimization parameters; if the customer has the proper products at checkout, he 
optimizes his savings. 

Regarding claims 7, 14, 21, the network is described as the Internet. 

Regarding claims 22, 23, 36, 37, 49, 50, 62, Fajkowski's determination of 
coupons specific to products presented is taken to provide a step of computing a set of 
coupons dependant upon a user's set of coupons as well as upon the order information. 
The step of determining if the computed coupon set complies with redeeming conditions 
is met by inspecting the other various criteria such as expiration, etc. 

Regarding claim 24, 38, 51 , if in Fajkowski a customer provides a coupon that 
does not comply with redemption criteria, the customer is free to return another time 
with a another set of coupons. 

Regarding claims 25, 26, 39, 40, 52, 53, Fajkowski teaches that while compliant 
coupons are shown at the POS, the customer may wish to investigate why some 
coupons were non-complaint [19:21-25]. The POS may be used to display all coupons 
that were non-compliant [19:44-53]; it would have been obvious for one of ordinary skill 
in the art at the time of the invention to have displayed non-compliant coupons for any 
non-compliant criteria including the suggested mutually exclusive criteria above. 
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Regarding claims 28, 29, 42, 43, 55, 56, FajkowskI teaches that the user may 
save shopping lists with specified coupons for the products on the list to be used on 
future shopping trips. Fajkowski also teaches the idea of issuing a rain check for a 
coupon item the user wishes to purchase, but where the item is currently unavailable. 
The system will save such a list of rain-checked product(s) for later use. In either case, 
future use of the saved lists are taken to meet the broad "comparing" by a user. 

Regarding claim 31, Fajkowski teaches that a user may be provided with reports 
of coupon usage and savings [13:5-7, 17:48-63]. User acceptance for redemption of 
the displayed eligible coupons provides a viewing of reports of coupon usage. 

Regarding claim 33, 46, 59, the system is taken to inherently use an AND 
condition for a coupon having plural redemption conditions (expiration date and product 
size, for example). 

Claims 3, 10, 17 (alternatively) and 34, 47, 60, 64 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Fajkowski in view of Beach et ai 
(US2002/01 07738). 

Beach et al also teaches user collection of e-coupons which are redeemed at the 
POS [para. 13], Beach et al teaches that coupons can be recommended to the user 
based on his user profile [para. 35 (middle of page)]. It would have been obvious for 
one of ordinary skill in the art at the time of the invention to have suggested coupons for 
the user based on his profile so that the user can be conveniently targeted with offers 
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that are likely to be accepted and purchased. These recommendations are taken to be 
optimal or near optimal recommendations. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Carlson whose telephone number is 571-272- 
6716. The examiner can normally be reached on Mon-Fri 8a-5:30p, (off on alternate 
Fridays). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571)272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Jeffrey D. Carlson 
Primary Examiner 
Art Unit 3622 

jdc 




